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Sir: 

Pursuant to the Pre- Appeal Brief Conference Pilot Program, and further to the 
Examiner's Final Office Action dated October 11, 2007, Applicant files this Pre- Appeal Brief 
Request for Review. This Request is also accompanied by the filing of a Notice of Appeal. 

Applicant turns now to the rejections at issue: 

The Examiner has rejected claims 1-27 under 35 U.S.C. § 102(b) as allegedly being 
anticipated by U.S. Patent No. 5,918,012 to Astiz et al. (hereinafter "Astiz"). Applicants submit 
that the claims are patentable. 

Claim 1 

For example, claim 1 recites an apparatus for providing object-in-content information, 
managed by an object-in-content information managing device. The apparatus includes a central 
control unit and an object information interface unit. The central control unit is operable to 
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receive content and supply basic content information of the content, and the object information 
interface unit is operable to transmit a request message including the basic content information to 
the object-in-content information managing device, receive a response message including the 
object-in-content information corresponding to the basic content information from the object-in- 
content information managing device, and transmit the object-in-content information included in 
the response message to the central control unit. Additionally, the content received by the 
control unit is not received through the object- in-content information managing device . 

On page 2 of the Non-Final Office Action dated April 12, 2007, the Examiner contends 
that Astiz's HTTP server 33 corresponds to the claimed object-in-content information managing 
device. The Examiner also implies that Astiz's video corresponds to the claimed content. 
However, Astiz discloses that the video data file is received by the browser 32 from the HTTP 
server 33 (col. 6, lines 39-41). Thus, Astiz does not teach that the received content (video data 
file) is not received through the alleged obiect-in-content information managing device 33 , as 
required by claim 1. 

In the Final Office Action dated October 11, 2007, the Examiner responds by asserting 
that Astiz's invention is inherently capable of downloading the BTV data file from a different 
HTTP server from the HTTP server where the video content is stored, citing col. 6, lines 33-45. 

However, the cited section of Astiz discloses that when the video data file (referred to as 
the BTV MIME file by the Examiner) is received by the browser 32 from the HTTP server 33, 
the browser 32 recognizes from the MIME that it needs to open the BTV viewer 3 1 and 
download the BTV data file to the viewer 3 1 for display. Because this section does not specify 
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that the BTV data file is downloaded from the same HTTP server 33 that the video data file is 
received from, the Examiner contends that they are inherently downloaded from different HTTP 
servers. 

However, "In relying upon the theory of inherency, the examiner must provide a basis in 
fact and/or technical reasoning to reasonably support the determination that the allegedly 
inherent characteristic necessarily flows from the teachings of the applied prior art." Ex parte 
Levy, 17 USPQ2d 1461, 1464 (Bd. Pat. App. & Inter. 1990). See MPEP §21 12.IV (emphasis in 
original). Furthermore, to establish inherency, the extrinsic evidence must make clear the 
missing material is necessarily present in the reference. "Inherency, however, may not be 
established by probabilities or possibilities." (M.P.E.P. § 21 12.IV at page 2100-57). Here, the 
Examiner improperly relies on the mere possibility that the BTV MIME file and the BTV data 
file are downloaded from separate servers. 

Moreover, Astiz discloses that the video data file is received from the HTTP server 33 
shown in Figure 3 (See col. 6, lines 5-11). Figure 3 also shows that the (x, y, t) data is sent to 
this particular HTTP server 33 . Thus, Astiz does not teach or suggest that the received content 
(video data file) is not received through the alleged object-in-content information managing 
device 33 to which a request message is sent including the alleged basic contend information ((x, 
y, t) data). 

In the Advisory Action dated January 30, 2008, the Examiner reasserts that Astiz' s HTTP 
server 33 corresponds to the claimed object-in-content information managing device. The 
Examiner further asserts that Astiz teaches that when a user clicks on a "hot spot" in a video 
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presentation, information about the selection is sent to the HTTP server 33 where it is determined 
which internet address to send the user to. The Examiner alleges that the internet address 
corresponds to the claimed received content and that a person of ordinary skill in the art would 
recognize that such an internet address is capable of p ointing to a different HTTP server. 

However, the mere assertion that an internet address is capable of pointing to a different 
HTTP server is not sufficient to support an anticipation rejection. Specifically, "A claim is 
anticipated only if each and every element as set forth in the claim is found, either expressly or 
inherently described, in a single prior art reference." Verdegaal Bros. v. Union Oil Co, of 
California, 814 F.2d 628, 631, 2 USPQ2d 1051, 1053 (Fed. Cir. 1987). Furthermore, as 
previously noted, "Inherency... may not be established by probabilities or possibilities." 
(M.P.E.P. § 21 12.IV at page 2100-57). Clearly, the Examiner's assertion regarding the 
capabilities of Astiz' s system known to one of skill in the art is based on mere possibilities . 
Thus, Astiz does not explicitly or inherently teach that the alleged received content (video data 
file) is not received through the alleged object-in-content information managing device 33, as 
required by claim 1 . Accordingly, the claim cannot be anticipated by Astiz. 

Moreover, as noted above, Astiz discloses that the video data file is received from the 
HTTP server 33 shown in Figure 3 (See col. 6, lines 5-1 1). Figure 3 also shows that the (x, y, t) 
data is sent to this HTTP server 33 . Clearly, Astiz suggests the opposite of the Examiner's 
assertion that the video data is received from a different HTTP server 33. 

In view of the foregoing, Applicants submit that claim 1 is not anticipated by Astiz. 
Applicants also submit that claim 4 is patentable at least by virtue of its dependency on claim 1 . 
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Claim 2 

Independent claim 2 recites that the object information transmitting unit is operable to 
transmit the response message to a central control unit, wherein the object transmitting unit does 
not transmit the content to the central control unit. In rejecting claim 2, the Examiner asserts a 
similar rationale as that set forth in the rejection of claim 1 . 

Applicants submit that the Examiner's viewpoint is inaccurate at least for reasons 
analogous to those discussed above regarding claim 1 . Thus, Applicants submit that claim 2 is 
patentable. Applicants also submit that claims 3, 5, and 6, being dependent on claim 2, are 
patentable at least by virtue of their dependency. 

Claims 7, 12, 15.20, and 25 

Independent claims 7, 12, 15, 20, and 25 recite features similar to those discussed above 
in conjunction with claim 1 . Thus, Applicants submit that these claims are patentable at least for 
reasons analogous to those discussed above regarding claim 1 . Applicants also submit that 
claims 3, 5, 6, 8-10, 13, 14, 16, 18, 19, and 21-24, being dependent on one of claims 2, 7, 12, 15, 
20, and 25, are patentable at least by virtue of their dependency. 

Respectfully submitted, 

SUGHRUE MION, PLLC Peter A. McKenna 
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